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REMARKS 

Claims 4-40 and 42-51 are pending in this application. 
Claims 1-3 and 41 have been canceled. 

Claims 20-24 and 47-51 have been amended to recite the subject 
matter of page 64, lines 7-13 of the specification. 

Claims 38-40 have been amended so as not to depend from 
cancelled claims. No new matter has been added by the above claim 
amendments . 

Issues under 35 U.S.C. 103 

The following prior art based rejections are pending: 

(A) Claims 2 and 41 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over EP 974 617 (EP '617) in view of 
Bordner et al. (U.S. Patent 3,624,964); 

(B) Claim 3 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over EP '617 in view of Bordner et al. as 
applied to claim 2 above, further in view of Yoshida et 
al. (U.S. Patent 6,500,561); and 

(C) Claims 20-40 and 47-51 are rejected under 35 U.S.C. 
103(a) as being unpatentable over EP '617 in view of EP 
976 782 (EP '782) . 

Applicants respectfully traverse each of the rejections. 

With respect to rejections (A) and (B) , Applicants 
respectfully submit that these rejections are rendered moot in view 
of the cancellation of claims 2, 3 and 41. 

We now turn to rejection (C) . 



Appl. No. 10/069,603 

Applicants respectfully submit that the presently claimed 
invention is patentable over EP '617 and EP '782, since the 
combination of EP '617 and EP '782 do not fairly suggest the 
presently claimed invention, and even assuming arguendo that a 
prima facie case of obviousness were to exist, the present 
specification contains experimental evidence that shows the 
inventive foamed laminate has imexpectedly superior properties over 
the non- foamed laminate of the base reference to EP '617 which 
obviates the prima facie case. 

We now discuss the fact that EP '617 and EP '782 do not fairly 
suggest the present invention. 

EP '782 concerns a process for producing an expanded (namely, 
foamed) product of certain thermoplastic elastomers comprising a 
step of blowing CO2 gas into a molten olefinic thermoplastic 
elastomer to form an elastomer composition having CO2 dissolved 
therein and a cooling step. 

According to EP '782, a highly foamed product superior in the 
flexibility, heat resistance and appearance can be produced with 
constant quality. 

EP '782 exclusively teaches an expanded product, but EP '782 
fails to include any mention or even suggestion as to foamed 
laminate constituted of a specifically defined foamed body and a 
specifically defined skin layer as taught by the present invention. 
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EP '617 teaches thermoplastic elastomer compositions for skin 
members and laminates thereof for automotive parts, especially for 
sliding members for windows, which can improve the inferior sliding 
performance and lower sliding abrasion resistance of olefinic 
thermoplastic elastomers when used as sliding members for 
automotive windows and which are advantageous in rarely forming a 
''die residue" upon extrusion molding of the sliding member. 

EP '617 limits the teachings to laminates having a core made 
of a thermoplastic elastomer and does not include any mention nor 
suggestion to use a foamed product, as presently claimed. Thus, the 
laminate of EP '617 is composed of a solid skin layer and a solid 
core and there is in EP '617 no indication nor suggestion to modify 
the solid core with a foamed core according to the present 
invention. 

Thus, the skilled artisan would not be motivated to combine 
the teachings of EP '617 with those of EP '782, since: (a) EP '782 
and EP '617 have different technical goals, i.e., EP '782 limits 
the teachings to a foamed product having many uses (see paragraph 
[0173] ) , none of which include glass run channels for sliding glass 
windows, whereas EP '617 limits the teachings to improvements in 
the performamce of a sliding glass window on a non- foamed olefinic 
thermoplastic elastomer skin member, in the abrasion resistance of 
such a skin member and in the occurrence of "die residue" upon 
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extrusion molding of such a skin member; and (b) EP '782 is 
completely silent as to the glass window sliding performance, 
abrasion resistance and occurrence of a "die residue" as taught by 
EP ^617. 

The mere fact it is possible for isolated disclosures to be 
combined does not render the result of that combination obvious 
absent a logical reason of record which justifies the combination. 
In re Regel et al. (CCPA 1975) 526 F2d 1399, 188 DSPQ 136. To 
properly combine references to reach a conclusion of obviousness, 
there must be some teaching, suggestion of inference in either or 
both of the references, or knowledge generally available to one of 
ordinary skill in the art, Ex parte Levengood, 28 U.S.P.Q.2d 1300 
(Bd. Pat. App. & Interfer. 1993), which would have led one to 
combine the relevant teachings of the two references. Ashland Oil 
Inc. V. Delta Resins and Refractories, Inc. et al. (CAFC 1985) 776 
F2d 281, 227 USPQ 657. Both the suggestion to make the claimed 
composition or device or carry out the claimed process and the 
reasonable expectation of success must be founded in the prior art, 
not in Applicant's disclosure. In re Vaeck (CAFC 1991) 947 F2d 488, 
20 PQ2d 1438. The combination is improper if one of the references 
is non-analogous art. In re Clay (CAFC 1992), 23 PQ2d 1058. 

Since EP *617 and EP '782 are in non-analogous art, the 
combination is improper. 
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Even assuming arguendo, that the primanry reference is properly 
combinable with the secondary reference, which it is not, the 
secondary reference does not fairly suggest the invention, as 
amended above. In order to further distinguish from the cited 
references, the present invention has been further amended to 
recite a specific range of Mooney viscosity and ethylene content. 
According to the present invention, the substrate layer of the 
foamed laminate comprises an olefinic thermoplastic elastomer (J) 
and an olefinic thermoplastic resin (K) , 

wherein olefinic thermoplastic elastomer (J) is obtained by 
subjecting a mixture comprising 5-60 parts by weight of a 
polyolefin resin (j-l) and 40-95 parts by weight of an ethylene/a- 
olefin copolymer rubber {j-2) with an ethylene content of 55-95 
mole % and a Mooney viscosity ML1+4 (100°C) of 10-250, to a dynamic 
heat treatment (as defined by the newly amended claim 20) , and 

wherein olefinic thermoplastic resin (K) has an olefin content 
of 50-100 mole % and a melt flow rate (ASTM D-1238-65T, 230°C, 2.16 
kg load) of 0.01-2g/10 min. This is in distinction to the foamed 
product of EP '782 which is produced from raw materials among those 
recited over widely extending ranges, wherein only the component 
(A-3) thereof may correspond or resemble the inventive component 
(J) of the foamed product according to the present invention. 



40 



Appl. No. 10/069,603 

Also, the inventive olefinic thermoplastic resin (K) is used 
in a proportion of as low as 1-20 parts by weight per 100 parts by- 
weight of the inventive component (J) . This is in distinction to 
the olefin plastic (B) of EP '782, which may correspond to the 
olefinic thermoplastic resin (K) of the present invention and must 
be incorporated in a proportion of 5-100% by weight, which is 
fairly greater than that of the component (K) used according to the 
present invention. 

Accordingly, it is quite difficult for a person skilled in 
the art to find obvious the present invention by combining the 
teachings of EP '617 with those of EP '782, as he would have to 
pick and choose from a plethora of choices to obtain the 
narrower range as discovered by the inventors of the present 
invention. Obviousness does not exist if the prior art neither 
indicates which of the disclosed parameters are critical nor 
gives direction as to which of many choices is likely to be 
successful. Merck & Co., Inc. v. Biocraft Lahs,, Inc. (CAFC 
1989) 874 F2d 804. 

As discussed above, EP '617 and EP '782 do not disclose the 
gist of the present invention and include no motivation which would 
make obvious the present invention. Even if such a combination of 
EP '617 and EP '782 were tried, it would reach a technique 
different from the present invention, since the olefinic 
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thermoplastic elastomer (J) should be incorporated in a quite 
narrower proportion range as compared with that of the olefinic 
thermoplastic elastomer (A) of EP '782 and the olefinic 
thermoplastic resin (K) of the present invention has to be 
incorporated also in a quite narrower proportion range than that of 
the olefin plastic (B) of EP '782, so that a person skilled in the 
art would have not found obvious the present invention from the 
teachings of EP '617 and EP '782. 

As for the inventive effect of the present invention, the 
abrasion resistance and the sliding performance attained by the 
foamed product according to the present invention would have not 
been able to be presupposed from EP '617 and EP '782, since EP '617 
teaches abrasion resistance and glass sliding performance for a 
non-foamed resin member and EP '782 does not include any 
description as to the abrasion resistance and sliding performance 
for the foamed product. 

Based on the foregoing. Applicants firmly believe that the 
present invention as defined by the amended claims 20-40 and 47-50 
is patentable over the combination of EP '617 and EP '782. 

We now discuss the fact that the present specification 
contains experimental evidence that shows the inventive foamed 
laminate has unexpectedly superior properties over the non- foamed 
laminate of the base reference to EP '617, and as such, even if a 
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prima facie case of obviousness were to exist, the evidence 
obviates the prima facie case. 

Applicants respectfully submit that the experimental evidence 
in the specification shows that the inventive foamed laminate 
containing a foamed body substrate layer has unexpectedly superior 
properties to the laminate of EP '617, which simply teaches that 
the core comprises a ''thermoplastic elastomer" and does not teach 
or suggest that the thermoplastic elastomer is a foamed 
thermoplastic elastomer. 

The following data is obtained from Table 2 on page 108 of the 
specification and is reproduced herein for the Examiner's 
convenience . 

Table 2 





Assessment rank *) 


Example 3-1 


5 


Comp. Example 3-1 


3 



Note *) : Assessment rank 5: almost no wear found 
Assessment rank 3 : partial wear found 



The difference between Inventive Example 3-1 and Comparative 
Example 3-1 is that the laminate is formed with a non- foamed core 
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in the comparative example, whereas in the inventive example it is 
prepared with a foamed core. Based on the muddy slurry friction 
test results, the Inventive Example 3-1 was assessed to have a rank 
of 5, which shows that almost no wear was found, whereas the 
Comparative Example 3-1 was found to have an assessment rank of 3, 
which showed partial wear. 

Also, the flexibility of the foamed laminate was assessed and 
the results are shown in Table 3 , which is reproduced herein for 
the Examiner's convenience. 



Table 3 





Assessment rank *) 


Example 3-2 


5 


Comp. Example 3-4 


2 



Note *) : Assessment rank 5: spongy hand touch 
Assessment rank 2 : some solid touch 

The data from the above Table shows that the Comparative Example 3- 
4 laminate formed using a non- foamed core was assessed to have some 
solid touch, whereas the Inventive Example 3-2 laminate formed with 
a foamed core was assessed to have a spongy hand touch. 

Applicants respectfully submit that even if a prima facie 
case of obviousness were to exist, the above experimental 
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evidence shows that the inventive laminate containing a foamed 
core has unexpectedly superior properties to the laminate having 
a non- foamed thermo-plastic elastomer core as described in EP 
'617. Since there is no teaching or suggestion in EP '617 or EP 
'782 that having a foamed core would improve the properties of 
the laminate, these superior results would not be obvious and as 
such, the obviousness rejection is untenable. Accordingly, 
withdrawal of the rejection is respectfully requested. 

Allowed Claims 

Applicants note with appreciation that the Examiner has 
indicated that claims 4-19 and 44-46 have been allowed. 

Drawings 

Applicants note that this application has been filed with two 
(2) sheets of drawings. However, the Examiner has not indicated 
whether the drawings are acceptable. In the next communication. 
Applicants respectfully request that the Examiner indicates whether 
the drawings are acceptable. 
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Conclusion 

In view of the above amendments and comments. Applicants 
respectfully submit that the claims are in condition for allowance. 
A notice to such effect is earnestly solicited. 

Should there be any outstanding matters that need to be 
resolved in the present application, the Examiner is respectfully 
requested to contact Garth M. Dahlen, Ph.D., Esq. (Registry Number 
43,575) at the telephone number of the undersigned below, to 
conduct an interview in an effort to expedite prosecution in 
connection with the present application. 

If necessary, the Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 02-2448 for any additional fees 
required under 37 C.F.R. §§ 1.16 or 1.17; particularly, extension of 
time fees. 



Respectfully submitted. 



BIRCH, STEWART, KOLASCH & BIRCH, LLP 




Marc S. Weiner, #32,181 




Garth M. Dahlen, Ph.D 



#43,575 



0992/0128P 



P.O. Box 747 

Falls Church, VA 22040-0747 
(703) 205-8000 
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